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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1, 2, 5, 6 and 9 through 16. dains 3, 4, 7,
8 and 17, the only other clains pending in the application, stand
w thdrawn from further consideration based on an el ection of
species requirenment also nmade in the final rejection (Paper

No. 23).

Appellant's invention relates to a floor drain
extension (e.g., clains 1, 10 and 11), a floor drain extension
combination (claim13), and to a nethod of repositioning a drain
plate normally | ocated atop a conventional fixed in place non-
adj ustabl e floor drain by using the above-noted floor drain
extension (e.g., clains 5 and 9). dains 1, 5, 9, 10, 11 and 13
are representative of the subject natter on appeal and a copy of
those clains may be found in the Appendix to appellant's brief

and the Appendi x to the exam ner's answer.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:
Mayer 1,959,171 May 15, 1934
2
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Seewack 2,859, 452 Nov. 11, 1958
Morris et al. (Morris) 3,362, 425 Jan. 9, 1968
Enber son 4,943,100 July 24, 1990

Clains 5 and 9 stand rejected under 35 U S.C. § 112,
second paragraph as being indefinite for failing to particularly
point out and distinctly claimthat which appellant regards as
his invention. 1In the examner's view (answer, page 4), the
clainms are unclear as to the scope thereof. In this regard, it
is the exam ner's position that

[t] he preanbles call for a “nmethod” but the

bodi es appear to rely upon structural

features of a product for patentability.

Stated differently, clains 5 and 9 recite a

met hod whi ch as understood should define a

process including novel and unobvi ous st eps.

To the contrary, appellant argues at pages

11-12 of the brief that his nmethod clains are

pat ent abl e because of the specific product

bei ng mani pul ated by the otherw se

unpat ent abl e process steps. |n any event,

the preanble of claim6 clearly reflects the
i ntended scope of claimb5.

In addition to the foregoing rejection, the appeal ed
clains stand rejected under 35 U.S.C. 8§ 102 and 8 103 as foll ows:
a) claims 10, 11 and 16 under 8 102(b) as being
antici pated by Enberson
b) clains 10, 11, 13, 14 and 16 under 8 103 as being

unpat ent abl e over Enberson;
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c) clains 12 and 15 as bei ng unpatentabl e over Enberson
as applied to clains 10 and 11 above, and further in view of
Seewack; and

d clains 1, 2, 5, 6 and 9 as bei ng unpatentabl e over

Morris in view of Mayer.

Rat her than reiterate the examner's full statenent
of the above-noted rejections and the conflicting viewoints
advanced by the exam ner and appell ant regardi ng t hose
rejections, we nmake reference to the exam ner's answer (Paper No.
28, mailed March 4, 1997) for the exam ner's reasoning in support
of the rejections, and to appellant's brief (Paper No. 27, filed

January 21, 1997) for appellant's argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and clains, to
the applied prior art references, and to the respective positions
articul ated by appellant and the exam ner. As a consequence of

our review, we have nade the determ nati ons which foll ow
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We turn first to the examner's rejection of appeal ed
claims 5 and 9 under 35 U.S.C. 8 112, second paragraph. After
review ng appellant's specification and clainms 5 and 9 in |ight

thereof, and also in light of appellant's argunents on pages 11

and 12 of the brief, it is our opinion that the scope and content
of the subject matter enbraced by appellant's clains 5 and 9 on
appeal is reasonably clear and definite, and fulfills the

requi renment of 35 U S.C. 8§ 112, second paragraph, and that they
provi de those who woul d endeavor, in future enterprise, to
approach the area circunscribed by the clains, with the adequate
noti ce demanded by due process of |law, so that they nay nore
readily and accurately determ ne the boundaries of protection

i nvol ved and evaluate the possibility of infringenent and

dom nance. See |In re Hammack, 427 F.2d 1378, 1382, 166 USPQ 204,

208 (CCPA 1970). There is no confusion in our m nds concerning
the scope of appellant's clains 5 and 9 on appeal. These cl ains
are clearly directed to a nmethod of repositioning a drain plate
atop a conventional formof floor drain by using a specific type
of annul ar body set forth therein. 1In contrast to the examner's
opinion, it is our viewthat, if anything, it is the preanble of
dependent claim6 which should be brought into conformty with

5
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the preanble of its parent method claim5. W note particularly,
that the term nol ogy "floor drain extension" as used in the
preanbl e of dependent claim6 is not used anywhere in parent
claim5 and thus finds no clear antecedent basis therein. G ven
the foregoing, we will not sustain the examner's rejection
of appellant's clains 5 and 9 under 35 U S.C. § 112, second

par agr aph. 2

We next ook to the examner's prior art rejections of
the appealed clains, turning first to the rejection of clains 10,
11 and 16 under 35 U.S.C. §8 102(b) as being anticipated by
Enberson. | ndependent claim 10 defines a floor drain extension
conprising an annular ring having upper and | ower planar
surfaces, a round outer surface bounded by the upper and | ower
pl anar surfaces, and an inner, generally circular surface. 1In
addition, the floor drain extension of appellant's claim10 is
said to include "a pair of oppositely |ocated bores extending
t hrough said annular ring fromsaid upper planar surface and

extendi ng conpletely through said | ower planar surface." The

2 However, for the reasons which we have indicated above, we
suggest that the exam ner consider such a rejection of dependent
claimé6 or, alternatively, nerely have appellant provide an
appropriate correction of the preanble of this dependent claim

6
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bores referred to in appellant's claim 10 are clearly the bolt
hol es (20) seen in Figures 3 and 4 of the application draw ngs.
According to the exam ner (answer, pages 4-5), the floor drain of
Enber son includes an annular ring (18) having a | ower surface

(adj acent 28), an upper surface (22), an outer surface, an inner

surface, and a pair oppositely | ocated chanfered bores (receiving

24). The exam ner urges (answer, page 5) that the "bores [ of

Enberson] extend 'from said upper planar surface' (claim10) in

the sane sense as do appellant's bores"” (enphasis in original).

After a careful assessnment of appellant's claim 10 and
t he Enberson reference, we nust disagree with the examner's
determ nation that the annular ring (18) is fully responsive to
(1.e., anticipatory of) the floor drain extension defined in
appellant's claim 10 on appeal. Having identified the upper
surface (22) of the annular ring (18) in Enberson as the "upper
pl anar surface" set forth in appellant's claim10, we do not see
how t he exam ner can say that the bores located in the radially
di sposed leg (20) of the ring in Enberson, which receive the
screws (24), extend "from said upper planar surface" through the
annul ar ring and extend conpletely through said | ower planar

7
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surface, as required in claim10 on appeal. As is readily
apparent fromviewing Figures 1, 2 and 3 of Enberson, the bores
referred to by the exam ner for receiving the screws (24) in
Enberson are far renoved the "upper planar surface" (22) of the
ring (18). For this reason alone, the exam ner's rejection of

i ndependent claim 10 and dependent claim 16 under 35 U.S. C.

8 102(b) based on Enberson will not be sustai ned.

| ndependent claim 11 on appeal is directed to a floor
drain extension |ike that seen in Figure 2 of the draw ng
correction filed by appellant on Novenber 27, 1996 (as an
attachnment to Paper No. 24), which drawi ng correction was
approved for entry by the exam ner on Decenber 9, 1996 (Paper No.
25). daim1ll sets forth that the annular ring of the drain
extension includes a "continuous groove extendi ng conpletely
around the annul ar extent of said extension,” and "a pair of
oppositely | ocated bores extending through said annular ring from
said upwardly di sposed surface of said groove." Like the
exam ner, we are of the opinion that the annular ring (18) of
Enberson is fully responsive to the drain extension of
appellant's claim 1l on appeal. |In contrast to appellant's
argunments, we consider that the groove for receiving the drain

8
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cover plate or grate (32) of Enberson is "a continuous groove
extendi ng conpl etely around the annul ar extent of said
extension.” Nothing in appellant's claim 1l requires that the
groove be snooth and/or be w thout other structure on the
upwar dl y di sposed surface thereof, as appellant seens to urge on
page 18 of the brief. As for the requirenent for "a pair of
oppositely | ocated bores extendi ng through said annular ring from
said upwardly di sposed surface of said groove," we view the bores

in the ring (18) of Enberson which receive the

screws (24) to be broadly "oppositely located,” in the sense that
at least two of these bores are di sposed on opposite sides of a
central vertical plane passing through the center point of the
annular ring (18). Wth this understanding of Enberson and the
breadth of appellant's claim 11l on appeal, we will sustain the
exam ner's rejection of independent claim 11 under 35 U S. C

§ 102(b).

We next consider the examner's rejection of clains 10,
11, 13, 14 and 16 under § 103 as bei ng unpatentabl e over
Enberson. In this instance, the exam ner has taken the position
that to the extent the bores of Enberson nmay not be "oppositely

9
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| ocat ed/ di sposed, " it woul d have been obvious to one of ordinary
skill in the art to provide such an arrangenent so as to all ow
the ring (18) therein to be associated with different types of
conventional floor drains. For the sane reasons as noted above,
we W ll not sustain the examner's 8 103 rejection of independent
claim 10 or independent claim 13, or of clainms 14 and 16 which
depend, respectively, fromclaim13 and claim10. |n Enberson,
the bores clearly do not extend through the ring "from said upper
pl anar surface" and extend conpletely through said | ower planar

surface, as required in appellant's clains 10 and 13. Regarding

claim1l, we wll sustain the examner's rejection, primarily
because appell ant has not argued that the exam ner's stated
nodi fi cation of Enberson woul d have been unobvi ous. Mreover, we
must agree with the exam ner that one of ordinary skill in this
art woul d have understood that the three bore arrangenent of
Enberson is but one of the known arrangenents of such bores in
the prior art, and that such an artisan would have found it
obvious to alternatively use an arrangenent having two oppositely
| ocated bores, for exanple, as is seen in appellant's own
"conventional" drain structure depicted in Figure 1 of the
appl i cation draw ngs.

10
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As for the rejection of clains 12 and 15 under 35
U.S.C. § 103 based on Enberson and Seewack, we will sustain the
exam ner's rejection of dependent claim 12, but not the rejec-
tion of dependent claim15. Caim 15 depends from i ndependent
claim 10 and thereby includes all of the limtations of that
i ndependent claim Thus, since the teachings of Seewack do not
supply that which we have found | acking in Enberson above with
regard to independent claim10, it follows that the rejection of
dependent claim 15 under 35 U. S.C. 8§ 103 cannot be sustained. As

for dependent claim 12, we note that this claimadds to the fl oor

drai n extension defined in independent claim11l on appeal that
the groove therein is "a right angled groove." Seewack shows
such a groove in the ring (27) therein for supporting the drain
cover plate or strainer (32). As we noted above in our treatnent
of claim 11, Enberson al so shows a groove for receiving the drain
cover plate or grate (32) therein, however, that groove has an
angl ed upwardly disposed wall. Like the examner, we are of the
view that it would have been obvious to one of ordinary skill in
the art to provide the annular ring nmenber (18) of Enberson with
a right angled groove as seen generally in Seewack. Appellant's
argunents on pages 24-25 of the brief do nothing to change our

11
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opinion, since in contrast to appellant's first argunent the ring
(18) of Enberson clearly provides an "extension"” of the drain
body (10) therein, while the argunments nunbered 2) and 3) on
page 25 of the brief are directed to limtations not found in

claims 11 and 12 on appeal .

The last of the examiner's rejections for our reviewis
that of clainms 1, 2, 5, 6 and 9 as bei ng unpatentable over Mrris
in view of Mayer. Like appellant, we are of the opinion that
Morris and Mayer are not properly conbinable in the manner urged

by the exam ner. Mreover, even if one were to nmake the multiple

shimrings (56) of Morris’ Figure 6 into a single shimor annul ar
ring nmenber, the resulting structure and nmet hod woul d not be that
which is clained by appellant. The shimrings (56) of Mrris
have no upright snooth-wall bolt hol es therethrough alignable
with the plurality of drain cover plate nmounting holes as
required in independent clains 1, 5 and 9 on appeal, nor any need
for such bolt holes. |In addition, and as a result of not having
t he above-noted bolt hol es, we observe that the annul ar body of
Morris as nodified by the exam ner woul d not be capabl e of
functioning in the manner required in the |last clause of

12
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appel l ant's i ndependent article claim1l and nethod clains 5 and
9. For these reasons, the examner's rejection of clains 1, 2,
o,

6 and 9 under 35 U S.C. § 103 will not be sustai ned.

Pursuant to 37 CFR 8§ 1.196(b), we enter the foll ow ng

new ground of rejection against clains 11 and 12 on appeal.

Clains 11 and 12 are rejected under 35 U.S.C. § 112,
first paragraph, as being based on a specification which, as
originally filed, does not provide "witten description"” support
for the invention as now clained. Cains 11 and 12 are directed

to the enbodi nent of the floor drain extension seen in the

drawi ng correction filed by appellant on Novenber 27, 1996 (as
an attachment to Paper No. 24), which drawi ng correction was
approved for entry by the exam ner on Decenber 9, 1996. However,
in our opinion, the annular ring (10) seen in Figure 2 of the
drawi ng correction as having a groove in the upper surface
thereof for receiving the drain cover plate (C) is new matter,
because no such extension ring was previously shown or disclosed
in the application as originally filed. Figure 2 as originally

13
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filed shows the drain cover plate (32) positioned directly on the
upper surface of the extension ring (10) and the specification
expressly describes this particular arrangenent. See, for
exanpl e, page 4, lines 22-25, and page 5, lines 4-6, of the
specification. Thus, we nust conclude that the extension ring
now seen in Figure 2 of the drawing correction |acks "witten

description” in the application as originally filed.

To summari ze our decision, we note that 1) the
exam ner's rejection of clains 5 and 9 under 35 U . S.C. § 112,
second paragraph, has not been sustained, 2) the examner's
rejection of
clains 10, 11 and 16 under 35 U. S.C. 8 102(b) has been sustai ned
with regard to claim 11, but not with regard to clains 10 and 16,

3) the rejection of appealed clains 10, 11, 13, 14 and 16 under

35 U.S.C. 8 103 relying on Enberson al one has been sustained with
regard to claim111l, but not wwth regard to clains 10, 13, 14 and
16, 4) the rejection of clains 12 and 15 under 35 U.S.C. § 103
relying on Enberson and Seewack has been sustained with regard to
claim12, but not with regard to claim 15, and 5) the rejection
of claims 1, 2, 5, 6 and 9 under 35 U S.C. § 103 based on Morris

14
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and Mayer has al so not been sustained. In addition, based on the
authority provided by 37 CFR §8 1.196(b), we have entered a new
ground of rejection against clains 11 and 12 on appeal under

35 U S.C 8§ 112, first paragraph.

The decision of the exam ner is, accordingly, affirnmed-

in part.

In addition to affirmng the examner’s rejection
of one or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR §8 1.196(b) (anmended effective
Dec. 1, 1997, by final rule notice, 62 Fed. Reg. 53, 131, 53,197
(Gect. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63, 122
(Cct. 21, 1997)). 37 CFR 8 1.196(b) provides that “[a] new
ground of rejection shall not be considered final for purposes

of judicial review’

Regarding any affirmed rejection, 37 CFR § 1.197(b)
provi des:
(b) Appellant may file a single request for

rehearing within two nonths fromthe date of
the original decision.

15
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37 CFR 8 1.196(b) al so provides that the appellant,
WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exer-

cise one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37 CFR
8§ 1.197(c)) as to the rejected cl ai ns:
(1) Submt an appropriate anendnent of the
clains so rejected or a show ng of facts
relating to the clains so rejected, or both,
and have the matter reconsidered by the
exam ner, in which event the application wll
be remanded to the exam ner
(2) Request that the application be
reheard under 8§ 1.197(b) by the Board of

Pat ent Appeal s and Interferences upon the
sane record. :

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8 1.196(b)(1), in order
to preserve the right to seek review under 35 U S.C. 8§ 141 or
145 with respect to the affirned rejection, the effective date of
the affirmance is deferred until conclusion of the prosecution
before the exam ner unless, as a nere incident to the limted

prosecution, the affirnmed rejection i s overcone.

| f the appellant elects prosecution before the exam ner
and this does not result in allowance of the application,

16
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abandonnent or a second appeal, this case should be returned to
the Board of Patent Appeals and Interferences for final action on
the affirmed rejection, including any tinmely request for

rehearing thereof.

No tinme period for taking any subsequent action in con-

nection with this appeal may be extended under 37 CFR 8§ 1.136(a).

AFFI RVED- | N- PART, 37 CFR § 1.196(b)

JAMES M MEI STER )
Adm ni strative Patent Judge )
)
) BOARD OF PATENT
CHARLES E. FRANKFORT ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES
)
)
JOHN P. McQUADE )
Adm ni strative Patent Judge )
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6300 State University Drive
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Long Beach, CA 90815
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